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Brian B. Shaw HARTER, SECREST & EMERY LLP 
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585-231-1193 


585-232-2152 



TOTAL NUMBER OF PAGES SENT (INCLUDING THIS h OVER SHEET): 29 pages 



MESSAGE OR SPECIAL INSTRUCTIONS; 



As requested by Examiner Max Noori, we are retransmitting the Dec] jation of Prior Invention in the 
United States to Overcome Cited Patent Pursuant to 37 CFR 1.131. 




IF YOU Dtp NOT RECEIVE THE NUMBER OF PAGES SHOWN ABOVE, O IF ANY COPIES ARE ILLEGIBLE, 
PLEASE CAUL THE TELECOMMUNICATIONS OPERATO *»T 585-231-1496 



THE INFORMATION CONTAINED IN THIS FACSIMILE! MESSAGE O PRIVILEGED ANP/OR CONFIDE* l_ AND PS INTENDED ONLY TOR THE USE OF THE 

INDIVIDUAL OR ENTITY NAMED ABOVE. IF" THE READS* OF THIS MESSAGE IS NOT THE INTENDED REC • ENY OR THE EMPLOYEE OR AGOfT RESPONSIBLE TO 

DELIVER FT TO THE INTENDED RECENT, YOU ARE HEREBY NOTIFIED THAT ANY DISSEMINATION. D TRJDUDON OR COPYING OF THIS COMMUNICATION IS 

STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS MESSAGE IN ERROR, PLEASE NOTIFY US IMK* t lATELY BY TEJ_Ef»HONE AND RETURN THE ORIGINAL 
MESSAGE TO US AT THE ABOVE ADDRESS V|A THE U.S. POSTAL S£ftV)CE. THANK YCLJ 

1 QOO bausch & LOMB PLACE ROCHESTER, new YORK I4Q04-27M PHONi 585,232.6500 PAX; 585.232.2 I 52 



PAGE 1129 1 RCVD AT 418/2005 4:23:53 PM [Eastern OayOght Time] ' SVR:USPT0-EFXRF-1/2 * DNIS:8729306 * CSID:S85 232 2152 * DURATION (mm-ss):09*24' 



APR-08-2005 FRf 04:25 PH HARTER, SECREST & EMERY 



FAX NO. 585 232 2152 



P. 02 



PT0/SB/A7 (06-03) 
Approved for use through 07/31/2006. OMB OSS 1-0031 

i ». d« * - ^ U.S. Pata jnd Trademark Office; U.S. DEPARTMENT OF COMMERCE 

. Undertha Paperwork Reduction Act oMOgg, no persona are recuired to res pond to a cojfgcj. i gf Information urUggg j| contains a vatid OMB 



Certificate of Transmission urn ler 37 CFR 1.8 

I hereby certify that this correspondence is bep ig facsimile transmitted 
to the United States Patent and Trademark Of oe, Attention Examiner 
Max Noori at facsimile number 571 .273.21 85 c rid at facsimile number 
703,872.9306. 



On April 8, 2005 



Date 




uJL 



Signature 



Paula Weil 



Typed or printed name of person sigr hg Certificate 
Note: Each paper must have its own certifies -«s of mailing, or this 
certificate must identify each submitted paper. 

ATTACHED ARE: 

Declaration of Prior Invention in the United Stat \ to Overcome Cited 

Patent Pursuant to 37 CFR § 1 .131 (27 pages); 
Facsimile Cover Sheet (1 page) 

Attorney Dc :ket No.: 85939.000681 
:tonffrmation No.: 7303 



This collection of Information is required by 37 CFR 1 .8. The information Is required to obtain or 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 end 37 CFR 1 
complete, including gathering, preparing, and submitting the completed application form to the 
case. Any comments on the amount of time you require to complete this form and/or auggestloi 
Information Officer, U.S. Patent and Trademark Office. U.S. Department of Commerce, P.O. B< 
FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner tor Patents, 



» ain a benefit by the public which is to file (and by the 
This collection b estimated to take i,e minutes to 

S;PTO. Time wU vary depending upon the fndrvidual 
for reducing thfe burden, should be sent to the Chief 
1450, Alexandria, VA 22313-1450. DO NOT SEND 

> O. Box 1450, Alexandria, VA 22313-1450. 



if you need assistant* in completing mis form, cat) 1-8C - *TO-91 99. 
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PATENTS 



IN THE UNITED STATES PATENT AND 1"RADEMARK OFFICE 

C :nflrmation No: 7303 



Applicant: 



widen, 'Kevin R. 



fi :y. Docket: 85939.O0O681 



Serial No.: 



10/670,827 



E :aminer: 



Noor?, Max H. 



Filed: 



September 25, 2003 " — 



fi ■', Unit: 



2855 



Title: 



LABORATORY WEAR AND DRAG FORCE '"ESTING SYSTEM 



Declaration of Prior invention In the United States t o Overcome Cited Patent 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 223 1 3-1 450 

I, Kevin R. Willett, the Inventor in the above-n lerenced application hereby 
declare as follows: 

1 . This Declaration is to establish conception (if the invention of this 
application in the United States at a date prior to Fet "uary 24, 2003, which is 
the effective date of US Patent No. 6,71 5,336 as cite by the examiner, and due 
diligence from a date prior to the effective date of U, i, Patent No. 6,71 5,336 to 
filing the present application. 

2. I am the sole Inventor of the present appllc itfon. 



1/4 
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3. To establish the date of conception of th Invention of this 
application, the following attached documents are jbmitted as evidence: 

(a) A redacted memo to laboratory manager Debbie Massey outlining the 
objectives and requirements of the presently claim' \l system. The memo is 
signed by Ms. Massey. The memo was signed prioi :o February 24, 2003 and 
the date has been redacted. This memo was prior :i assignment of a project 
number and thus f identifies the project as SSTC Lai oratory Abrasion Testing 
Machine; 

(b) A redacted review of meeting presentatlc rt, including 7 pages of 
figures, with attendee signatures of Ms. Massey, Te I Walker, Randy Kincaid and 
myself. The review of meeting presentation was sic ried prior to February 24, 
2003 and the date has been redacted. The present i:lon is entitled 0141B 
Laboratory Abrasion Tester Design. (The figures ge; orally corresponding Figure 
2-8 and non-exploded views of figures 9-17 of the present application). 

(c) A redacted request for quote signed by T \ messee Toot & 
Engineering, Inc., which quote includes the project ! :» 01 41 B and a brief written 
description of the components. The quote is dated :rior to February 24, 2003 
and has been redacted to remove the date. 

(d) A redacted quote from Cornerstone Tech cal Croup, Inc. of Franklin, 
Tennessee to construct a prototype test stand. The : uote is dated prior to 
February 24, 2003 and has been redacted to removi the date. 

(e) A redacted request for quote from Axis Fj lirlcation & Machine Co. for 
project 01 41 B for module fabrication. The request i ; dated prior to February 
24, 2003 and has been redacted to remove the date 

(f) A redacted figure of the controller connec id to three testing 
modules. The figure is dated prior to February 24, ; U03 and has been redacted 
to remove the date. This figure generally correspon Is to Figure 1 of the present 
application. 
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4„ From these documents it can be seen tha the conception of the 
invention In this application was prior to February I s 2003, the effective date of 
the Xu reference <U5. Patent 6,71 5,336). 

5- Diligent efforts In reducing the Invention o practice were made from 
prior to February 24, 2003 through the September >, 2003 filing date of the 
present application. These efforts included: 

(a) preparing additional requests for « notes for vendor support on 
specific components of system; 

(b) analyzing and responding to subrr i:ted quotes; 

(c) internal financial approval process ;i; 

(d) continued development of project ri parallel with prototype 
construction; 

(e) preparation of formal Invention Dis : losure; and 

(f) working with patent counsel to pre lare and file the present 
application, including review of a p urallty of application drafts. 

6. The attached memos, drawings, presentat :>ns and this declaration 
establish that the Invention was conceived prior to F ibruary 24, 2003 and 
through due diligence was constructively reduced to practice on September 23, 
2003 by the filing of the present application. 

7. All activity establishing the date of concep Ion and diligence occurred 
in the US. 

8. This declaration is believed timely filed as lie filing is before a final 
rejection. 



3 
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9. I hereby declare that all statements mad of my own knowledge are 
true and that all statements made on information ; ' d belief are believed to be 
true; and further that these statements were made </lth the knowledge that 
willful false statements and the like so made are pi nlshable by fine or 
Imprisonment, or both, under Section 1 001 of Tltk 1 8 of the United State code, 
and that such willful false statements may Jeopard! :s the validity of the 
application and any patent Issued thereon. 



Date Kevin R. w, lett 

Sworn to before me this . 
day of J^5X^ac>l 2005. 



Notary Pufent 




4 
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METZELER 

..^utomotive Profile Systems 

Technical Canter 

2200 Stock Creek Blvd. 

Rockford, Tennessee 37S53-3043 

Tel: (865) 977-0116 Fax:(865)977-1663 

To: Debbie Massey 

Laboratory Manager - SSTC 

From: Kevin Willett 

Date: 

Subject: SSTC Laboratory Abrasion Testing Machine Requirements 

For your consideration, the following are objectives and requirements ; ; defined in our meeting on 

Project Name: SSTC Laboratory Abrasion Tester 
Objectives: 

Design, Fabricate and Develop a multi-functional Abrasion testing mac line. The machine's design shall 
rT) allow for the testing of weather-strips using various type of abrading aj :aratus (i.e. Glass Abrasion, Cloth 
Scrub Abrasion and Crock Abrasion) as per Automotive customer spec {[cations. 

Requirements: 

Unit must be capable of testing up to three (3) samples at one ti ie 
Unit must provide a stable method of securing sample to machii v 
Unit must maintain sample in a stationary position 

Unit must provide an accurate and stable means for applying kn >wn force weight 
Unit must allow for various types of sample fixtaring 

Unit must be capable of applying a force weight of no less'than »30 grams and no more than 12 kgs 
Unit must be capable of applying a wata/nnjddy water solution n each sample during operation 
Unit must be capable of measuring the <fcag force of each of the i amples, tested during operation * 
Unit must provide a means of easy visual inspection of each sar pie at intervals during testing 
Unit must provide a means for repeatablc tool-free set-up and 0] (ration. 
Unit must be capable of operating at a temperature range of -2C ! 7 to 1 80 D F 
Unit must allow for use of various types of abrasion heads 
Unitmustbe capable-of Oto 600 cycles per minute (0 to 10 tfc 
Unit must be capable of tooless adjustable stroke 

Unit footprint to be no larger than 600mm depth x 900mm widt (23.6in depth x 35.4in width) 
Unit is to operate on 120 VAC 60Hz 

Unit is to be controlled and data acquired by a Programmable P ' C ' 
Acquired data to be downloaded via Ethernet connect to SSTC 3 e *work 



0141B RapiTTOtta Acotpmoti 
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PS 



METZELER 

i: r^utomotrve Profile Systems 

Technical Center 

2200 Stock Creek Blvd. 

Rockford, Tennessee 37853-3043 

Toi: (865)5*77-0116 Fax: (865) $77-1663 



Additional functions to be considered: 

• Use of cameras to inspect samples during machine operation ti reduce shutdowns for visual 
inspection. 

If you agree with the above requirements and wish to proceed with the ^oject, please sign and return. 



Debbie Massey v * j) a te 

Thank you for your consideration, 



Kevm-Willett 
Senior Development Engineer 
tf^h Meteeler- Automotive Profile Systems 
v Technical Center 



014 IB H«*ifrai»fila Acccpiand 
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IMETZELER 

Automotive Profile Systems 

Technical Center 

2200 Stock Creek Blvd. 

Rockfoid, Tennessee 37853-3043 

Tel: (865) 977-01 16 Fax:(865)977-1663 

To: Debbie Massey 
From: Kevin Willett 
Date: 

Subject: 0141B Laboratory Abrasion Tester Design Concept Review Summary 
Review Date: 

Attendees: Kevin Willett - Presenter 

Debbie Massey - Lab Manager 

Ted Walker -Testing 

Randy Kincaid - Lab Technician 

Review of equipment capabilities, set-up and operation for the Glass al tasion and Cloth scrub test (see 
Presentation file \ \c\dp\ i i\D\Project Tmckii^ou i r f.s.STC Labors Ah^n r^ r m^\oui^ Ahr^n Module 

USSU2JM) 

Please review the Cycle Specification for the equipment for error* base I on OEM specifications (see file 

Mtgal I l\Dtf lolect Tfiirjf|n^QHI H (SSTC Laboratory Ahmrfnn T^.^ ^ 1>W4IB Ahrajtiftn T ^ r r^u ^ 

Thank you for your consideration and input 
Best Regards, 

Kevin Willett 

Sr. Development Engineer 
Technical Center 

Cc: Ted Walker 
Randy Kincaid 
John Rigby 
Cedric King 



0141B Lnbo/Blory Abnqipn ToaittrCowept lUvtftur S»y 
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METZELERi 

Automotive Profile Systems 

Technical Center 

2200 Stock Creek Blvd. 

Rockford, Tennessee 37853-3043 

Tel: (865) 977-0] ] 6 Fax: (865) 977-1 663 



0141 B Equipment Spec ifications 




Required Cycling: 

Test#1 (Glass Abrasion) 

Stroke: 150 mm 

Cycle rate: 60 per minute (1 cycle = forward and back stroke 
Force Load: 5 kg maximum 
Drag Load: 5 kg maximum 




Glass Abrasion 



AMID Ahnriw Taller Cydc Spec 
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METZELERi 

Automotive Profile Systems 

Technical Center 

2200 Stock Creek Blvd. 

Rockfbrd, Tennessee 37853-3043 

Tel: (865) 977-01 16 Fax:(865)977-1663 



Test #2 (Fabric Scrub Abrasion) 

Stroke: 100mm 

Cycle rate: 15 per minute (1 cycle = forward stroke lift and returr ) 
Force Load: 300 grams 
Drag Force: Not Available 




Test #3 (Slam Abrasion) 

Stroke: 75mm 

Cycle rate: 300 per minute 

(1 cycle = forward and back stroke, no load on back stroke) 

Force Load: N/A 

Drag Force: 5 kg maximum 



i;lam Abrasion 



Test #4 (Vibration Abrasion) 

Stroke: 3mm 

Cycle rate: 600 per minute 

(1 cycle = forward and back stroke, no load on back stroke) 

Force Load: N/A 

Drag Force: 5 kg maximum 




0I41B Abrasion Tester cyuk spec 
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METZBLERI 

Automatfve Profile Systems 

Technical Center 

2200 Stock Creek Blvd. 

Rockford, Tennessee 37853-3043 

Tel: (865) 977-01 16 Fax: (865) 977-1 663 



Dynamic Load: approx, 7.5 kg (weight of Carriage Assembly 




014 IB AbrMlonTeaier cycle Spec 
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...-S Technical Center 
; V' 5) 2200 Stock Creek Blvd. 

Rockfbrd, Tennessee 378S3 
Phone: (865) 977-0116 
Fax: (865) 977-1663 



Type Meeting: 
Date of Meeting: 
Time to Meeting: 



ATTENDANCE RECORI 
0141 B SSTC Laboratory Abrasion Tester Concept Review 




2. 

3. 

4. 

5. 

6. 

7. 

8. 

9. 

10. 

11. 

12. 

13. 

14. 



16. 

17. 

18. 

19. 
20. 
21. 
22. 
23. 
24. 
25. 
26. 
27. 
28. 
29. 



Visitor(s): 



Attendance Shastdoc 
Rev. 1 
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METZELER __ 

Automotive Profile Systems 
Technical Center 



"FA XET>" 

( > 



Date: 

Reqne*tor: Kevin Willett 

Vendor: Tennessee Tool & Engineering 



Request For Quofo 



Quantity 



Machine 



-~ Description 

Assembly) drawma sperifittttmri* L 

ttlOtiVd to SUDDlv thrmirrfc *JZ^ 





Cort 


iulc 

linfltrc an *4 Irvarl 


$500.00 



— sbm 



Tooling 



3 



, Deicriprio^ ' 

0I41B-Qi.l1> JX bubdc Scrubber Had fehricntedperOMIB inoll 



wiw iw Glass abraaion Head fabricated per 01 



SI S^ ck C,ara P Mount MrfSs^ 



1029 {Glass 



iflcationg 



$3,420. 00 ea. 



_$3.600.00 ea. 



$3,750.00 ea. 



I jccificatfans 



$4.500.00 ea. 



$4,150.00 ea. 




Consumables 
Description 



— ■ Dttcriptinii ' 

U^^Snl? ^ ^ C «l««14IMUaJMM (Fabric 



fabric niqirired, , 




Cost 



$250.00 ea. 



J250.00 ea. 



Submitted by: 



f 19. 500. 00 each acaeBbXy 



Note. c«»l«. prl „ b«.Mo» ^ be ptort<lea „ . ^ ^ j<(l 



0J41B Abruion tester RFQ 



I; 
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V>, v. »« » 



Technical Group Inc. 



Quoted to: METZELER AUTOMOTIVE 
2200 Stock Creek Blvd 
Rockford, TN 37853 



Quotation 

Quote Number: 
wflktk.' 



Quote Date: 



Attn: Kevin Willctt p ase; 
Delivery: 16 Weeks ARO 1 
FOB: FACTORY 



Quantity 


Item 


Description 


Unit Price 


! Extension 


1. 00 




METZELER TESTSTAND to Incrode: 

•Control System will control and monitor thrti ( 3) 

mooujcs running euuer cnc same or wmvifluaj t st 

programs simultaneouely 

-Control Cabinet /Operator interface. (Sugges :i 

typo Hammond Scries 2000 Corwolct, ASA 61 

Grey mounted on Casters 

wwJiaimnondmfg.com) 

■HMI and Ethernet ready controller 

'Expandable Analog and Digital IO 

'The Ihrco (3) Servo controls mounted in the 

cabinet 

-The three (3) Stepper controls mounted in the 
cabinet 

•Keyboard and Optical Mouse interfaoo 
'Computer if mtffnrtad must be at least a Pentiv i 
HI SGOMgh with CD-ROM and Diskette Drive 
Ethernet Connection and operate on Microsoft 
Windows XP 

•Control Cabinet must have Quick Disconnects 
for each Module 

Programs to conduct testing as defined by 
Metzeler Automotive Profile Systems. 
Haydon Switch & Instrument 57000 Series Siz> 
23 Captive Shaft Linear Actuator Order # 
57H4A-3.25-00SENG 

Haydon Switch & Instrument Drive Card - Ord. • 
#40105 


36,499.00 
0.00 


H 

36,499.00 


This quotation is valid for 30 days from the quotation date. Please note that our terms are 1 %10 
net 30. Any cancellation of an order is subject to a restocking charge. 


Total 


Continued 



Submittal of a purchase order is indication of acceptance of our terms and 
conditions. Our terms are available upon request or available ai 

% trp://www,comerstractecb^ pjl {• appreciate your business* 



120 Holiday Court, Suite 4, Franldin, TN 37067 Pk (615) 599 :080 Fax: (615) 599-5090 
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FAX NO. 585 232 2152 



P. 25 



Technical Group Inc 




Quoted to: METZELER AUTOMOTIVE 
2200 Stock Creek Blvd 
Rockford, TN 37853 

Attn: Kevin Willctt 
Delivery: 16 Weeks ARO 
FOB: FACTORY 



Quotation 

Quote Number 
WiOetk.* 

Quote Date: 



Quantity 



3.00 

3,00 
3.00 
LOO 



Item 



ME-lSA-072^B646X-n0 

EN-208^OO-000 
FM-3DN 



Description 



Transducer Techniques Load Celt Model ML -75 
THK 

Linear Motor Stage w/ Bearings, Feedback, C I -le 
Carrier, and Flying Load Cables 
EMERSON CT 

Digital Servo Drive, 9 amp cent, 1 8 amp pea 
EMERSON 

Prograjnming Module with DeviceNet 
CORNERSTONE 

750MHz Industrial PC w/ Windows XP r 75pt 
Control/Viirw Developmcnt/lliintim* Softwart 
DeviceNET Scanner, Keyboard, Mouse, 
Touchscreen, and IO 



Unit Price 



6,868.00 

1,490.00 
1,235.00 
8,998.00 



Extension 



20,604.00 

4,470.00 
3,705.00 
8,998.00 



0.00 



This quotation is valid for 30 days from the quotation date. Please nota that our terms arc 1%10 
net 30. Any cancellation of an order is subject to a restocking charge. 

Submittal of a purchase order ia indication of acceptance of our terms and 
conditions. Our terms are available upon request or available at 
ttp^/www.c«Tncrstonerechnicai.com/CTGTerr^ 



Total 



74,276.00 



F; i? appreciate your business. 



120 Holiday Court, Suite 4, Franklin, TN 37067 Ph: (615) 59S i'MO Fax: (615) 599-5090 
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02:0T 



P. 



METZELER 

Automotive Profile Systems 
Technical Center 



Request For Quote 



Date; 

Requestor: Kevin WiHert 

Vendor; Axis Fabrication & Machine Co. 



Quantity 
3 



Machine 



Description 



0141B-O2.I0.24 Modules fabricated perQl4lB-02.I0.24 (Mod U — 
Assembly) drawing specifications 



Cost 



M*zi^^ the Linear seryoaov i o lT and load cells' A K ariy 

^okconrpanywmbcuscd^O * ■ ** * P** 



: prior to mod trsbiproenL , 



Quantity 



Tooling 



Detcrfptifti 



0141B*02,10.28 Fabric Scrubber Head fabricated per 0141B-02 '535 

_(Fabnc Scrub ber Sub-vlssembly) drawfoff gpecjfiqgtiona 
0141B-02.10.29 Glass abrasion Head fabricated per 0141B^2.1 '.29 (Glass 



Abrasion He ad Sub-Assembly) drawing sDed ficatjans 



01 41B-02.1 1 . 19 Vacuum Block Head rubricated per 
1141 B-0Z1 ) . 1 9 (Vacuum Blo ck Sub-Assembly) drawing spe cif jrtfous 
014ia-Q2.)2.12 Paint Panel HnMw IL )L ^ h ■ 225L - 



0141B-<K.12a2 Paini Panel Holder fabricar*t per 

0141B-02.12.05 Quick Clamp Flange Mount ftbricaW per 

014I &0Z.12.05 (Quick Cfernp Flange Mount Detail) drawing 
specifications 



Qoantiry 



50 



50 



Consumables 



Description 



0141B-Q2 .10.28-02 Scrub Fabric cut per 0141B-G2.10.28~02-Q2 t » Sric 

Layout Detail) drawing specification. Meteeler Automotive will i only foe 
tatac required 



0141B-02.10.28-04 Abrasion Glass cat per OM1B-02.10.28-04 L Intim 
Glass Derail) drawing specifications 



Submitted 



Date: 



Coat 



— ifZr 



47V 



Cost 



0141B Abnuion Taster RFQ 
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